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REMARKS 

Present Status of the Application 

The claims 1-2 are rejected under 35 U.S.C. 102 and the claim 3 is rejected under 35 U.S.C. 
103(a). Applicants had carefully reviewed this first OFFICE ACTION, and found that the 
examiner did not make any response to the ^plicants' submitted argument accompanied Avith 
filing an RCE (request for continuous examination) of the present invention. Therefore, 
reconsideration of the applicants* submitted argument and the copy of the amended claims 
accompanied with filing an RCE of the present invention, is respectfully requested, which is 
believed to allow the present invention to be placed in an allowance condition. 

Discussion of Office Action Rejections nnder 35 UiS,C> 102 

4, Claims 1-2 are rejected 35 U.S.C. 102(b) as being anticipated by Japanese Patent 
Application JP'6-33886 to Mno. 

Applicants found that all the examiner's objections in this section are the same as those 
made in the preceding final office action except" Finally, a second valve (25) is used to lead the 

refrigerant gas ; without passing through the intracooler [0020] and directly through the 

discharge (27),' as stated in the last sentence, in page 3, m this OFFICE ACTION. In other words, 
the examiner failed to provide extra references or any objection viewpoint to reject the present 
invention so as not to convince the applicants that claims 1-2 are anticipated by Irino. In addition, 
when filing an RCE of the present invention, applicants provided a copy of the amended claims 
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of which only independent claim 1 was amended, which is believed to distinctly point out the 
subject matter of the present invention. However, all the examiner's rejection allegations were 
not based on this copy of the amended claims, but on the pre-amended claims. Therefore, it is 
construed that the examiner's rejections have no ground. 

To emphasize distinctness of the amended claims and how this distinctness make the 
present invention patentable, most of the q>plicants' submitted argument accompanied with 
filing an RCE of the present invention, is repeated again. 

First of all, from paragraph [0036]-[0041] in the specification of the present invention, there 
discloses processes of a heating operation. Especially, in paragraph [0038] lines 6-8, there 
discloses '*By the operation of the roller 46 and the valve 50, the second stage compression is 
performed and the re&igerant gas is subjected to a high pressure and higfh temperature." 
Furthermore, in paragraph [0041] lines 1-2, there discloses" Therefore, during the heating 
operation, the refirigerant does not flow to the intermediate cooling circuit 150 by using the 
three-way valve 162." Therefore, to more clarify the functionalities of the present invention, the 
claim 1 is amended to include" a second valve device for inhibiting a heated refrigerant from the 
second rotarv compression element to pass through the intermediate cooling circuit before 
entering one of the two heat exchangers during the heating operation." as claimed in the 
amended claim 1. 

The conclusion of being anticipated by the prior art must be made on that the present 
invention performs the same function as that the prior art (hereinafter, referred to Irino) in the 
same way (or via the same structure) as that of Irino to obtain the same result as that of Irino. In 
the function's regard, Irino only performs a cooling function used in very low temperature 
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refrigerator. However, the present invention performs not only the cooling function but a heating 
function as well, as recited in line 3 in the amended claim 1. As a result, in terms of function, the 
present invention is distinct from Mno. Moreover, in the way*s regard, Irino fails to teach, 
suggest or disclose" a second valve device for inhibiting a heated refrigerant from the second 
rotary compression element to pass through the intermediate cooling circuit before entering one 
of the two heat exchangers during the heating operation." as claimed and featured in the 
amended claim 1. As a result, the structure of the preset invention is distinct from that of Irino, 
Finally, in the functionality's regard, as described in the specification, the present invention can 
frmction as bodi a air-conditioner and a heater; however, Irino only can function as a refrigerator. 
That is, Irino can not obtain the same result as the present invention. Therefore, the amended 
claim 1 is not anticipated by Irino. In other words, the amended claim t is patentable over Lino 
under 35 U.S.C. 102(b). 

As to the dependent claim 2, no matter whether it is conventional, it is patentable as a 
matter of law for at least the following reason that it contains all features of its base independent 
amended claim 1 . In oth^ words, the claim 2 is also patentable over Irino. 

6. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Irino, in view of 
Fujii (US. Patent No 6,467,296). 

With respect to the dqpendent claim 3, no matter whether it is conventional, it is patentable 
as a matter of law for at least the following reason that it contains all features of its base 
independent amended claim 1. That is, for example, in claim 3, its claimed subject matter is not 
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only "^carbon oxide is used as the refrigerant," but contains all features of its base amended claim 
1 that includes a feature of the present invention can perform a cooling operation and a heating 
operation in a same device. Therefore, even if "carbon oxide is used as the refiigerant" is a 
conventional technology, this technology only applies to "cooling operation or heating 
operation" as disclosed in Fujii (U.S. Patent No 6,467,296), rather than to "cooling operation and 
heating operation,'' as recited in Une 3 in the amended claim 1. As a result, the combination of 
Irino and Fujii is not able to render the claim 3 "obvious" because of their failiure to meet the 
requirement of teaching all limitations of the claim 3 for estabhshing a prima facie case of 
obviousness. 

For at least the foregoing reasons, reconsideration of all preceding arguments is 
respectfully requested. Moreover, it is believed that the amended claims accompanied with filing 
an RCE of the present invention shall patently define over the prior art referraces, and should be 
placed in an allowance condition. 
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CONCLUSION 

For at least the foregoing reasons, it is believed that all the pending claims 1-3 of the 
present invention patently define over the prior art and are in proper condition for allowance. If 
the Examiner believes that a telephone conference would expedite the examination of the 
above-identified patent application, the Examiner is invited to call the undersigned. 


Date: 

4 Venture, Suite 250 
Irvine, CA 9261 8 
Tel.: (949) 660-0761 
Fax: (949)-660-0809 


Respectfiilly submitted, 
J.C. PATENTS 


Jiawei Huang 
Registration No. 43,330 
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